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REMARKS 

Allowability of claims 128-187 had been withdrawn until Applicants satisfy certain 
condition. Claim 188 is t^osv rejected. The rejections have been addressed below. 

y^^^^,, ^T---^-"^-^^ Snbr-^^^-^ 4^^^^"-^ Addin^New Haims l28-;gg 
The amendment submitted April 14. 2002 was not in accordance with 37 CFR 
1.173.(d). Specifically, the Examiner requires that aU newly presented claims must be 

underlined in their entirety. 

All claims that had been newly presented in the response filed April 10. 2003 have 
been submitted in underlined form. A support document (Exhibit A) identifies which of the 
newly presented claims correspond to the original claims and explains fJrom where they 
derive there support in the disclosure of the patent is attached. 

Cnp piP»,P-ntAl Reissue r>^tVi/n<>f,taTation Required 
In accordance with 37 CFR 1.175(b)(1). a supplemental reissue oath/declaration 

under 37 CFR 1 .175(b)(1) must be received before the reissue application can be allowed. 
Attached is the required Supplemental Reissue Oath/Declaration required. 

Applicants have submitted a Supplemental Oath/Declaration with this amendment. 

m addition. Applicants have submitted an updated and revised Offer to Surrender 

and Assent to Reissue signed by a duly authorized representative of the Assignee, which 

owns the entire right of the patent at issue. 

Miecin p Tnforma ^m pi''""^""'- Statement 
All references cited in the original patent must be cited in the re-issue appUcation. 
Attached is the required Information Disclosure Statement and Fonn PTO form 1449 as 

required, . ^ 

Applicants submitted all of this information in an IDS and accompanymg PTO fomi 
1449 on January 1 1, 2000. the date the reissue application was filed. This is indicated by 
the post card that accompanied the application, a copy of which is attached. In order to 
avoid any unnecessary duplication, if the Examiner cannot locate this IDS, please notify 
Applicant's representative and she will send copies of what was previously submitted. 
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Tn^pm perPreg '^tatinTi of Product Claims 
Claim 188 was rejected under 35 U.S.C. 251 as being an improper recapture of the 
claixnedsubjectmatter. The Examiner sUted that "Claim 188 is rejected under 35 USC 251 
as being an improper recapture of the claimed subject matter ^e^,,^^:,S^c,i^MM 
.rp,;.,...n fnr the .at ent npon which the pr^ srnt r^vissue is ba,ed . . and "a reissue 
applicant's failure to me a divisional appUcation is not considered to be an error causme a 

patent granted on elected claims tobepartiallyinoperativebyreason of claiming le,^ 

the application had a right to claim." (Underlining added.) 

With regaid to the statement about error, Applicants agree that failure to file a 
divisionalisnotconsideredtoanerrorthatwouldallowrecaptureofthesubjectmatterof 

non-elected claims. However.applicants are not trying to revive the subject matter ofnon- 

elected claims in the parent application in pending claims 188-89. 

AppUcants submit that 1) the subject matter of claims 188 and 189 is not the same as 
the subjectmatterofclaims 25-28 from theparent case, nor that of claims 28-31 submitted 

in this application; and 2) being product-by-process claims, these claims proper and are 
part of the same invention as the process claims. 

The subjectmatter of the claims 188 and 189 are not the same as the subject matter 
of originally-presented and non-elected claims 25-27 and 28 of the parent application. 
Applicants have reproduced the non-elected claims for the Examiner's convenience: 

25. Amesoporoussilicapowderhavingaphu^t^^^^^^ 

said plurality of particles in a size range are hollow spheres witn mesop«t 

26. The particles as recited in claim 25. having a diameter of at least 1 micron. 

27 A mesoporous silica product, comprising: 

a fiber havlg a diameter of at least 5 microns with mesopores therein. 

28. A calcined mesoporous silica film on a substrate comprising a d-spacing less 
than 40 angstroms. 

Applicants had I"^^ c'^= 2'-" " »PP"»<ion, wh^re data. 28- 

30 ^rtespondcd di«cUy U. clatas 25-27 of fte p««a. applicatic™, and dain, 31. reproduced 
below was newly added. 

^1 A calcined mesoporous silica film on a substrate formed by a process 

IL^i^l^T^o^ of the step, including spin coating. d.p co«,ng and 

evaporation- 
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The non-elected claims 25-27 wer» composition otn-attcr claims having lim".<.oi.s 
„.a,i„gtoparticlesi.e.n<lAap=.Clai,.27isa-p,oducfclal„,havingasm.c«.ral 

limitation relating to fiber dian,eter and limited to a sito product formed by any process 
bavingoneormoreoftf,ree,eciteds,eps(dryspinnins.fiberdra»i.ga.draprd 

evaporation,. Applicants accept, for this argnment. ^ the Examiner correctly of^= e a^ 
alt^vemethodto form theproductof claim 27 in.heparen.resm»o,...e.^»^^^^^^^ 
precipitadon. ClaimSl similarly is. composition of matter claim («l.ca film) fbnned by 

any process that include, one or more ofspin coating, dip coating and evaporatton 
A^L. Applican.shereinacc.pt for putposes of argumentthatthcBxamin^prop^lyre.^^ 

anaL«aveme.hodforma«ngth.-W-.".fclaim31.i.e..chemicavapo,d^^^^^^ 
bashing, hmnet^on in a container with the coating of silica material, etc.) m the parent 

restriction. . . j i on. 

For comparison. Applicants present currently pending claims 188 and 189. 
1 88. A calcined mesopo«.us siUca film on a substrate formed by a process 
'"""''t^pUng an acid catalyst- and siUca precursor- and aqueous solvent- and 
s^f^tam^^nm^^^^ 

'"'"'"'"'Sating the film on the substmte for a time and to a temperamre sufficient 
substantially to remove any residual solvent; and 

calcining the film at a temperature at or above 350 u. 

189. A calcined mesoporous silica film on a sub^te formed by a process 
''"'^''Sfpensing a catalyst- and silica precursor- and solvent- and surfactant- 
"""^S'a o'Tt^U by rapid evaporation of the solution on the 

;::s«e^^^^^^^ 

mesoporous silica film. 

M can immediately be seen. Ute subject maUer of cWma 188 and .89 i. no. ae 
same as that clain,ed in non-elected claims 25-27 and 28 of the parent applicatfon. Clatms 
ISSand „9arep,oduc.-by-p«.cesaclaimsrecitingapl»alityof discteteprooesssteps 

closelypa^UeUngpe-lingprocessclaim 156. Tl>erefcre. cUims .88 and 189 done, / 
eonsd.uterecap.ureottbesubjectmatterofnon-electedclai,nsof,heparen.appUcanon. . 
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Moreover, claims 188 and 189 axe product-by-prooess claims, which are proper and 
arcpartofthesameinventionasthecurrentproccssclaims. As stated in the MPEP § 

2l73.05(p)r. J • , I 

are many sima*,. wh«e ™ JTaS^'SSJ^T-b"?^^^ olaim. 

USPQ145 (CCPA 1969). See MPEP 2l73.05(p). 

TheExamincrseemstobearguingthatclaims l88andl89-andindeed.allprod^ ^ ^ 
claims-arebarredfh^m prosecution inthisapplicationbecausept.d«ctclairnspre^^^^^^ 

the parent case were non-elected. However, product-by-process claims such as those ^ 
subLedinclaimsl88andl89wouldnot have been subject to that resection requ^^^^^^ 
astheywouldhavebeenconsideredpartofthesameinventionastheclaimselected. As 

stated in the MPEP § 806.05(f): .v „„We 

^ * • » r.f thf nmcess bv which t is made is nothing more 

"«;an1»&"-^.i^~ 
added]." 

AS is readily seen upon inspection, clauns 188 and 189 are product-by-process 

claims mat "define the claimed product in terms of the process by which it is made/' 

Claims 188 and 189 therefore are drawn to the same invention as pending claims 128-155 

(corresponding to previously issued Claims 1-27) and pending claims 156-187. 

Applicants further agree that a product claim, reciting only a single process ^ 
^itation,canproperlyberestrictedifanaltemativememodformalcingtheproducns ^ 

Mr<^f^ ,tatedbytheExaminer.However.aproduct-by-processclaim,recitingaprocesswith ^ 

, p^rticularity.islesslikelytobecapableofbemgmadebyanyaltemativeprocess. Suchas 

^ _cla«nAnotpi.perfy^^ 
i;;;;;;;^neverthelesssat 

188 and 189 are such claims. . 

The subject matterofclaimsl88-89 is defined "in terms of theprocess by whxchUis 

^ " Claims 188 and 189 are product-by-process claims defining the product in tenns ot 
the process claims such that the product could only be produced by the process claimed. 
Applicants submit that these claims are properly submitted in this application and request 
withdrawal of the Examiner's objection to these claims. 
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Finally, having traversed the Exannaer's objecUon to these claims, the burden now 
sWfts to the Examiner to document a viable alternative process or product, or withdraw the 
.ecuirement (objection). See MPEP §806.05(f). The Examiner has provided no alternative 
process bywhichtomaketheclaimedproduct.othcrthanbytherecitedprocess. ^^^e 

Examiner having failed to meet his burden. Applicants therefox. respectfully request that the 
objection be withdrawn and claims 188-89 allowed. 

Please note that claim 188 claims the same subject matter as 128 did prior to the 
amendment submitted on March 27. 2003. The amendment to claim 128 had been done 
with the understanding that the amendments would make claim 128 allowable. (See 

Advisory Action. Paper No. 31, January 11. 2000 (-rhim 1 28 is allowable and case xs m 
condition for allowance pending re-submission of amendment renumbenng 
claims."))(underlining added.). Applicants submit that the subject matter of cla^ml 88 .s 
aUowable, as the Examiner has indicated in the Advisory Action. 
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C onclusion 

submi. « m=y have c„r^ <he crro. noted .bovc witt, .he subm,«io„ 

and 5) Exa^i-a objeoUon .o clata. .88 and .89. Wonow awa,, 
tNo'^of— andRois.oCo«i«c«oof*eBn.^an.pa,»..Heaseoon.ac,^ 

undersigned at (503) 222-3613 if there are any fluther questions or tssues. 

Respectfully submitted, 

MARGER JOHNSON & McCOlXOM, P.C. 

r)uk I -hd : 



Julie L. Reed 
Reg. No. 35,349 



MARGER JOHNSON & McCOLLOM. P.C. 
1030 SW Morrison Street 
Portland, OR 97205 



(503) 222-3613 
Customer No. 20575 



Sep 



2s 



^003 



f hereby certify that this correspondence 
is being transmitted to the U.S. Patent and 
Trademaik Office via facsimile nui^er 
(703) 872-8310, on — ■ 
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